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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Japan Pat No. 1 1-238958, by Yashuhiro et al. (of Record); hereinafter Yashuhiro et al. 

Yashuhiro et al teach a method of making a circuit board that is bonded to a 
prepreg sheet. Metal foil (4) is laminated by means of heat and pressure to the 
surfaces of both sides of a prepreg sheet (1). The prepreg sheet is made from woven or 
non-woven cloth that is made from fiber and impregnated with thermosetting resin. The 
resin is cured by means of pressure and heat. There is two steps in which pressure and 
heat are applied. The first pressurizing and heating step causes optimal adhesion of the 
prepreg and the foil. The second pressurizing and heating step causes the heat curing 
of the thermosetting resin. A temperature of 150 degrees Celsius is initially set. 
Thereafter in order to cure the thermosetting resin a temperature of 180-200 degrees 
Celsius is set to cause the fully cure the cure the prepreg sheet. Yasuhiro et al also 
teach filling a through hole (30) with conductive paste. It would have been obvious to 
place the laminated body in a heating device that has a temperature close to the 
softening temperature of the resin, if in fact Yashuhiro et al fail to specifically teach this 
limitation since this would act to bond the foil to the substrate in the most efficient and 
effective manner. As applied to claims 5 and 7 it would have been obvious to compress 
the prepreg sheet at a rate smaller than 10% since one would not want to have the foil 
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crack, disintegrate or the like if more compression were used. Alternatively it is held to 
be mere design choice to compress the prepreg less than 10% inasmuch as Applicants 
have not given a specific problem which has been solved nor have they indicated a 
particular purpose therefore. As applied to claims 17, 30 and 31 it is held to have been 
obvious to provide a prepreg sheet that has a softening temperature range of between 
50-130 degrees Celsius because this is a commonly used prepreg in the industry. 
Alternatively it is held to be design choice to use such a prepreg for substantially the 
same reasons provided hereinabove. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). ^ 

Claims 1-31 are further rejected on the ground of nonstatutory obviousness-type 

double patenting as being unpatentable over claims 1-10 of U.S. Patent No. 7,181,839 
B2. Although the conflicting claims are not identical, they are not patentably distinct 
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from each other because a PHOSITA without undue skill would practice i.e. make or 
use the claimed invention in the instant Application. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. J. Arbes whose telephone number is 571-272-4563. 
The examiner can normally be reached on M, T, R and F from 8 to 6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, P. Vo, can be reached on 571-272-4690. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the . 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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